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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 



1. This office action is in response to Applicant's amendment file August 26, 2003. Claim 
1 has been canceled. New claims 2-56 have been added. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 



3. Claims 2-56 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 11, 13, 14, 15, 20-30 of U.S. Patent No. 6,609,656. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because the combinations claims 2-56 of the present applications are met by the claims of patent 
'656. 



Application/Control Number: 10/649,372 
Art Unit; 2636 



Page 3 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for 
patent or (2) a patent granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 

5. The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

6. Claims 2-7, 10-24, 45-48, 50, and 52-53 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Bowers et al. (US Patent No. 6,025,780). 

Claim 2: 

Bowers et al. Discloses a method for identifying a lost or stolen device, the method 
comprising: 

a. Storing a secure database data associated with stolen devices (fig. 4) 
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b. Receiving identification information of detected devices using at least one 
reader 28 

c. Comparing information received by 'the at least one reader with the data stored in 
the secure database. Col 11, last paragraph to col. 13, first paragraph. 

Claim 3: 

The method disclosed in Bowers additionally comprising receiving from a central 
database the data associated with the plurality of lost or stolen devices. 
Claim 4: 

The information received by the at least one reader is transmitted by each of the detected 
devices in response to receiving a signal from the reader. 
Claim 5: 

The receiving identifying information of detected devices in Bowers comprises receiving 
a signal from a radio frequency identification (RFID) tag associated with each detected device. 
Claim 6: 

The RFID tag in Bowers comprises a passive RFID tag. 
Claim 7: 

In Bowers, the act of receiving identifying information is performed in a public place. 
Claim 10: 

The method disclosed by Bowers comprises sending an alarm signal when the 
information received by the at least one reader corresponds to the data associated with the 
plurality of lost or stolen devices. 

Claim 11: 
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The act of sending the alarm signal in Bowers comprises producing an audible tone. 
Claim 12: 

The act of sending the alarm signal Bowers comprises activating an indicator on a display 
screen (inherent). 
Claim 13: 

Bowers discloses an apparatus for identifying a lost or stolen device, the apparatus 
comprising: 

a. a secure database 200 that is configured to store data associated with a 
plurality of lost or stolen devices, 

b. a processor 30 that is configured to receive from at least one reader 
identifying information regarding detected, devices, wherein the processor is 
further configured to compare the identifying information with the data stored in 
the secure database. 

Claim 14: 

The apparatus in Bowers further comprises an alarm that is configured to send a signal 
when at least a portion of the identifying information matches a portion of the data stored in the 
secure database. Col 11, last paragraph to col. 13, first paragraph. 

Claim 15: 

The secure database in Bowers is configured to receive the data associated with the 
plurality of lost or stolen devices from a central database. 
Claim 16: 
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The at least one reader 26 is configured to receive identifying information from a radio 
frequency identification (RFID) tag 10. 
Claim 17: 

The apparatus in Bowers comprises: 

a. a transceiver 10, coupled to a device, the transceiver configured to transmit 
identifying information 

b. a first secure database configured to store data associated with lost or stolen 
devices and configured to prevent unauthorized access to the data stored therein, and 

c. a plurality of check out points (store entrances) comprising: 

a. a reader (fig. 2) 

b. a processor 30 configured to compare to compare the identifying 
information with the data stored in the secure database, wherein the processor is 
configured to generate a signal if the identifying information matches at least some of the 
stored data. Col 1 1, last paragraph to col. 13, first paragraph. 

Claim 18: 

The Bowers apparatus comprises an alarm that is configured to receive the signal from 
the processor. 

Claim 19: 

The alarm in Bowers is configured to produce an audible tone. Col. 12, lines 29. 
Claim 20: 

The alarm in Bowers inherently comprises an indicator on a display screen. Col. 12, lines 

3-32. 
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Claim 21: 

The transceiver 10 transmits the identifying information in response to receiving a signal 
from the reader. 
Claim 22: 

The transceiver comprises a radio frequency identification (RFED) tag 10. 
Claim 23: 

The RFED tag comprises a passive RFID tag. Col. 4, line 63. 
Claim 24: 

At least one of the plurality of checkpoints discloses in Bowers is located in a public 
place (stores). 

Claim 45: 

Bowers discloses an apparatus for identifying a lost or stolen device, the apparatus 
comprising: 

a. a transmitter 10, configured to transmit identification information associated with 
a device 

b. a receiver 26 configured to receive the identification information, and 

c. a processor 30 configured to receive the identification information from the 
receiver, the processor having a first secure database for storing data associated with a 
plurality of lost or stolen devices, wherein the processor is configured to compare the 
identification information with the stored data. 

Claim 46: 
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The processor 30 is further configured to generate an alarm if the information matches at 
least some of the stored data. 
Claim 47: 

The identification information used on each device in Bowers comprises a serial number 
associated with the device. Col. 13, line 47. 
Claim 48: 

Bowers discloses an apparatus for identifying a lost or stolen device, the apparatus 
comprising: 

a. a transmitter RFDD tag 10, associated with a device, configured to transmit 
identification information 

b. a first receiver (RFID reader at store exit) configured to receive the transmitted 
identification information when the transmitter is within a defined distance from the 
receiver, 

c. a first processor (central processor) having a first database configured to store 
data associated with a plurality of Lost or stolen devices 

d. a second processor (each store processor) configured to receive the identification 
information from the first receiver, the second processor having a second database 
configured to receive at least a portion of the stored data from the first database and 
configured to compare the received portion of the stored data with the identification 
information received from the first receiver. 

Col. 5, lines 5-10 and col. 13, last paragraph to col. 14, first paragraph. 
Claim 50: 
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The first processor in Bowers is inherently configured to update the data associated with 
the plurality of lost or stolen devices stored in the first database (i.e. the monitored items). 
Claim 52: 

The second processor (a store processor of a first store) is configured to generate an 
alarm if the identification information matches at least a portion of the stored data. 
Claim S3: 

Bowers further discloses 

a. a second receiver (RFED reader in a second store) configured to receive the 
transmitted identification information when the transmitter is within a defined distance 
from the second receiver 

b. a third processor (a store processor in a second store) configured to receive the 
identification information from the second receiver, the third processor having a third 
database configured to receive at least a portion of the stored data from the first database 
and configured to compare the received portion of the stored data with the identification 
information received from the second receiver. 

7. Claims 27-29, 3 1, 34, and 37-44 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Mish (US Patent No. 6,025,780). 
Claim 27: 

Mish discloses a system and method for locating a lost or stolen device, the method 
comprising: 

a. receiving a report of a lost or stolen device 
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b. storing data associated with the report of the lost or stolen device into a 
secure database (col. 5, lines 5-10) 

c. receiving with at least one reader (inherent) unique identifying information of 
detected device 29 ; and 

d. comparing the identifying information received by the at least one reader 

with the data stored in the secure database associated with the report of the lost or stolen 
device into a secure database (col. 5, lines 5-10). 
Claim 28: 

The identifying information is transmitted by each detected device in response to 
receiving a signal from the reader. 
Claim 29: 

The method of receiving identifying information of detected devices comprises receiving 
a signal from a radio frequency identification (RFID 28) associated with each detected device. 
Claim 31: 

The reader in Mish is located at a toll booth, which is a public place. 
Claim 34: 

The method in Mish additionally comprises sending an alarm signal when the identifying 
information corresponds to the data associated with the report of the lost or stolen device. Col. 4, 
lines 5-10. 

Claim 37: 

Mish discloses an apparatus for identifying a lost or stolen device, the apparatus 
comprising: 
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a. means for receiving a report of a lost or stolen device 

b. means for storing data associated with the report of the lost or stolen device 

c. means for receiving identifying information of detected devices, and means for 
comparing the identifying information with the data associated with the report of the lost 
or stolen device. 

Col. 5, lines 5-10 
Claim 38: 

The apparatus in Mish comprises means for sending an alarm signal (inherent) when the 
identifying information corresponds to at least a portion of the data associated with the report of 
a lost or stolen device. 

Claim 39: 

The means for storing data in Mish comprises a secure database. 
Claim 40: 

The means for receiving identifying information comprises a radio frequency 
identification (RFED) reader. 
Claim 41: 

Mish discloses n apparatus for identifying a lost or stolen device, the apparatus 
comprising: 

a. a processor (inherent) configured to receive a report of a lost or stolen device and 
configured to store in a database data associated with the report, 

b. wherein the processor is configured to receive identifying information from a 
plurality of readers, 
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c. wherein each reader is located at a checkpoint and configured to receive the 
identifying information transmitted by a transceiver 28 when a detected device associated 
with the transceiver is within a defined distance from the reader, and 

d. wherein the processor is configured to send a signal to an alarm (inherent) if the 
identifying information matches at least some of the stored data associated with the report 
of the lost or stolen device. 

Col. 5, lines 5-10 
Claim 42: 

The database comprises a secure database that prevents unauthorized access to the data 
stored therein. 

Claim 43: 

The alarm in Mish is configured to notify personnel at least one checkpoint, which is at a 
toll booth. 

Claim 44: 

The data associated with the report of the lost or stolen device comprises identifying 
information for a radio frequency identification (RFID) tag 28. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claim 8, 9, 25, 26, and 54-56 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bowers et al. (US Patent No. 6,025,780). 
Claim 8, 25: 

The public place in Bowers is a store. However, it would have been obvious to one 
skilled in the art to use this system in an airline terminal or any environment wherein monitoring 
of a device to prevent theft is desired because the function of the apparatus would not thereby be 
modified. 

Claims 9. 26: 

Though not clearly discussed whether the tagged item in Bowers comprises a lap top 
computer, one skilled in the art would have readily recognized that it would be desirable to 
monitor a laptop computer in a department store where a laptop computer is sold. 

Claim 54: 

Bowers discloses method of identifying lost or stolen items, the method comprising: 

a. receiving with a receiver information transmitted by a radio frequency 
identification (RFED) device associated with an item; 

b. storing data associated with lost or stolen items in a first database (at central 
processor), 

c. comparing the information received with the receiver with the data stored in the 
second database. 
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The reference fails to disclose updating a second database (in a store processor) with at 
least a portion of the data stored in the first database, the second database being in 
communication with the receiver. However, it would have been obvious to one skilled in the art 
that the database in the central computer would be updated since merchandise is added to the 
stores, and as a result the data base in each store would also be updated in order to track store 
items. 

Claim 55: 

The system in Bowers additionally comprising generating an alarm if the information 
received with the receiver matches at least a portion of the stored data. 
Claim 56: 

The RFID device 10 comprises a memory configured to store said information. 

10. Claim 30, 32, 33, 35, 36, 49, and 51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mish (US Patent No. 6,025,780). 
Claim 30: 

It is not clear whether he RFID tag comprises a passive RFID tag. However, the use of 
passive RFID tag is conventional in the art and widely since it is energy efficient. Thus, one 
skilled in the art would have used passive RFED in Mish's for the same reason. 

Claim 32: 

The public place in Mish is not an airline terminal. However, it would have been obvious 
to one skilled in the art to use this system in an airline terminal or any environment wherein 
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monitoring of a device to prevent theft is desired because the function of the apparatus would not 
thereby be modified. 
Claim 33: 

The identifying information in Mish is not associated with a laptop computer. However, 
it would have been obvious to one skilled in the art to use the RFED in Mish on any device 
wherein monitoring of a device to prevent theft is desired because the function of the apparatus 
would not thereby be modified. 

Claims 35 and 36: 

Though it is not clearly stated in Mish that the act of sending the alarm signal comprises 
producing an audible tone, one skilled in the art would have readily recognized using audible 
alarm or activating an indicator on the display screen in the toll booth computer in Mish's system 
to alert the operator that the detected vehicle matches a stolen vehicle whose information is 
stored in the reported lost database. 

Claim 49: 

The distance between the transceiver and receiver in Mish is not approximately six feet. 
Nonetheless, this is an reasonable distance used in toll system. 
Claim 51: 

Though not clearly stated, one of ordinary skilled in the art would have readily 
recognized that the second processor is configured to periodically update the second database 
with at least a portion of the updated data stored in the first database because it is not necessary 
to spot found vehicle. 
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Conclusion 



1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Price, US Patent No. 6,447,294, discloses a locator for lost denture. 

Brooks, US Patent No. 6,275,153, discloses a ID and tracking system. 

Haxton, US Patent NO. 5,933,098, discloses an aircraft security system and method. 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julie Lieu whose telephone number is 571-272-2978. The 
examiner can normally be reached on Mon-Fri 9AM-6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Hofsass can be reached on 571-272-2981. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 




Primary Examiner 
Art Unit 2636 



Sept. 25, 04 



